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DETAILED ACTION 

Claim Rejections - 35 USC §112 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 2, 6 and 8-10 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The newly added limitations "such 
that a total void volume of said microspheres is greater than a total volume between the 
microspheres" is not supported by the specification as originally filed. The limitation 
regarding relative volume of microspheres and the volume between the microspheres, 
this limitation is not supported by the either the specification or the originally filed 
drawings. The figure relied upon for the support is clearly marked as "diagrammatic" 
view and not a figure where all of the components are drawn to the scale. It is not 
possible from a diagrammatic view to assess the actual values for the claimed 
respective volumes as it is not clear what constitutes volumes in between the 
microspheres and what is the void volume of the microspheres (how thick are the walls) 
and also, as noted above, nothing is drawn to scale. In addition, the diagramic 
drawings are two-dimensional, which provides no information whatsoever regarding 
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actual packing of the microspheres with respect of the volume between the 
microspheres. 

Claim Rejections - 35 USC § 102/103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-2, 6-10 are rejected under 35 U.S.C. 103(a) as obvious over AU Patent 
Application 200151857 to De Toffol (hereinafter AU De Toffol) under 35 U.S.C. 103(a) 
as obvious over its US corresponding patent 6,476,087 to De Toffol (hereinafter US De 
Toffol). 

The rejection stands as per reasons of record. Insofar as the limitation to the 
"said mold defining an opening in the bottom thereof, in the absence of any specific 
dimension of the "opening", the pores of the wicked mold disclosed by the reference 
define plural opening in the bottom of the mold (as well as any other part of the mold) 
through which the excess of liquid phase flows away from the mold. Any single pore in 
the molds disclosed in the reference that is located at the bottom, thus, clearly satisfies 
the claim limitation of "said mold defining an opening in the bottom thereof, 

Insofar as the added limitation regarding microspheres floating to the top "such 
that a total void volume of said microspheres is greater than a total volume between the 
microspheres", this limitation, as discussed above, is not supported by the original 
specification. However, as discussed in the previous office actions, since the density of 
the foams disclosed in the reference is governed to a large extent by the volume of the 
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interstitial space or volume between the miscrospheres, varying the volume between 
the microspheres would have been obvious as varying a result effective variable, i.e., to 
achieve the foams of desired density. 



Response to Arguments 

Applicant's arguments filed 1 1-30-2007 have been fully considered but they are 
not persuasive. 

The applicants argue that the examiner's position that the pores of wicked mold 
disclosed in the reference define plural opening is erroneous. Specifically, the 
applicants state that "If the Examiner is going to correlate the 'opening' noted in 
applicant's claim with the 'pores' in the wicked mold described in the cited reference(s), 
it must be taken into account that the reference mold must intrinsically contain such 
pores over its entire surface, i.e., at the top, bottom and sides and not just at the bottom 
of the mold. Thus, rather than being provided with "an opening" in the bottom of the 
mold, if one adopts the Examiner's interpretation, the mold described by the reference is 
provide with an almost uncountable 'plurality' of openings over its entire surface through 
which excess liquid phase may be passed. This is not just a difference in degree, 
therefore, from the claimed invention, it is a difference in kind." The examiner does not 
see anything erroneous in interpreting the reference in the way suggested by the 
applicants, i.e., that "the reference mold must intrinsically contain such pores over its 
entire surface, i.e., at the top, bottom and sides and not just at the bottom of the mold.". 
This seems to be the most logical interpretation of "wicked mold". However, this 
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interpretation is not inconsistent with the fact that being provided with more that one 
opening on the bottom still meets the limitation of "defining an opening in the bottom of 
the mold". There is nothing in the claims or, for that matter anywhere in the 
specification of the instant invention that defines a single opening (by either the 
dimensions or size) or, most importantly, there is nothing that precludes the mold from 
having what the applicants call "uncountable plurality of opening" anywhere in the mold. 
Thus, it is not seen how the claim "define the difference in kind", as all the claims 
require is a "mold defining an opening in the bottom thereof, without any other specific 
restriction of limitations to either the size or the number of this or additional openings. 

The applicants further argue that the arrangement described by the applicants in 
claim 1 recite "a total void volume of said microspheres is greater than a total interstitial 
void volume defined by spaces between the microspheres" which is different from the 
arrangements disclosed by the reference where the invention is described as foams in 
which the interstitial void volume should be greater than the void volume of the 
microspheres. This argument was already addressed befor. A stated before, even if 
such preferred embodiments are disclosed by DeToffol, this disclosure, in the 
examiner's opinion as previously discussed, does not constitute teaching away, rather it 
presents clear suggestion to vary the volume of interstitial voids to vary the foam density 
depending on the desired end use of the foam. Moreover, the teachings of DeToffol 
clearly refer to the voids contained in the spaces between the microspheres (see the 
illustrative examples describing respective volumes of microspheres, resin and voids), 
while in the instant specification there is no disclosure whatsoever regarding any 
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interstitial volume defined by the spaces between the micrpospheres (other than a two- 
dimesional drawing), or the total void volume of the microspheres, or their 
characteristics. Thus, it is not even clear what this limitation defines as no clear 
definition of "void volume of microspheres" is defined. 

The invention is still considered to have been obvious from the disclosure of the 
cited references. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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